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Patentable Subject Matter 
 
In re Nuijten, 500 F.3d 1346 (Fed. Cir. 2007). 
 
 Nuijten sought a patent for an improved, distortion-reducing technique of 
watermarking digital audio files.  The PTO allowed his claims for the process he 
invented, a device that performed the process, and a storage medium holding the resulting 
signals.  However, the PTO disallowed his claim for the resulting encoded signals 
themselves. 
 The applicant and the PTO disputed the physicality of the claimed signals.  After 
noting that the nature of the signal’s physical carrier was totally irrelevant to the claims at 
issue, the Federal Circuit upheld the disallowance of the claim for the signals themselves.  
It held specifically that the signals were not patentable subject matter because “transitory 
electrical and electromagnetic signals propagating through some medium, such as wires, 
air, or a vacuum . . . are not encompassed by any of the four enumerated statutory 
categories: ‘process, machine, manufacture, or composition of matter.’”2  The signals are 
not a “process” because “a process must cover an act or series of acts.”3 They are not a 
“machine” because they are “not made of ‘parts’ or ‘devices’ in any mechanical sense” 
and do not possess a “concrete structure.”4 They are not a “manufacture” because they 
are not tangible commodities or tangible “‘articles’ resulting from the process of 
manufacture.”5 The signals cannot be articles or commodities because the energy 
embodying them is “fleeting and is devoid of any semblance of permanence during 
transmission.”6  Finally, the signals are not a composition of matter because they are not 
a “‘chemical union,’ nor a gas, fluid, powder, or solid.”7 
 Judge Linn would have found the signals to be patentable subject matter. He 
argued that the Supreme Court had urged an expansive definition of “manufacture,”8 and 
that transitory inventions are patentable under § 101, either as “manufactures” or 

                                                
1 © 2008 Mark A. Lemley & Brandon Marsh. 
2 In re Nuijten, 500 F.3d 1346, 1352 (Fed. Cir. 2007). 
3 Id. at 1355. 
4 Id. at 1355-56. 
5 Id. at 1356-57. 
6 Id. 
7 Id. at 1357. 
8Id. at 1358 (citing Diamond v. Chakrabarty, 447 U.S. 303, 308 (1980)). 
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“compositions of matter.”9 Judge Linn argued that “Congress has consistently intended 
statutory subject matter to cover the full scope of technological ingenuity, however it 
might best be claimed.”10 He also disagreed with the PTO’s position that “functional but 
intangible software, data structures, signals, and the like are patentable . . . if they are 
encoded on a tangible medium, but unpatentable (as failing a tangibility requirement to 
be ‘manufactures’) if the medium is not referenced in the claims.”11 
  
  
In re Comiskey, 499 F.3d 1365 (Fed. Cir. 2007). 
 

The Federal Circuit held invalid as unpatentable subject matter Comiskey’s patent 
claims for a method and system for mandatory arbitration involving legal documents.  
The Board of Patent Appeals and Interferences (BPAI) had rejected Comiskey’s claims 
as obvious. 

The court rejected Comiskey’s claims as unpatentable because “mental processes 
– or processes of human thinking – standing alone are not patentable even if they have 
practical application.”  It held that “Comiskey’s independent claims . . . claim the mental 
process of resolving a legal dispute between two parties by the decision of a human 
arbitrator.”  Comiskey had conceded that his claims did not require a machine, although 
they could require the use of a computer.  The court cited precedent that “a claim that 
involves both a mental process and one of the other categories of statutory subject matter 
(i.e., a machine, manufacture, or composition) may be patentable under 101”12 but held 
that the Federal Circuit and its predecessor “have refused to find processes patentable 
when they merely claimed a mental process standing alone and untied to another category 
of statutory subject matter even when a practical application was claimed.”13  “A claim 
reciting an algorithm or abstract idea can state statutory subject matter only if, as 
employed in the process, it is embodied in, operates on, transforms, or otherwise involves 
another class of statutory subject matter.”14 

The court remanded the case for a determination of whether the addition of 
general purpose computers or modern communication devices to Comiskey’s otherwise 
unpatentable mental process would have been non-obvious.  It noted that “[t]he routine 
addition of modern electronics to an otherwise unpatentable invention typically creates a 
prima facie case of obviousness.”  Notably, the court deemed the mental process 
unpatentable for non-obviousness purposes even though it was not previously known, an 
approach that hearkens back to the short-lived Parker v. Flook rule in the Supreme Court. 
 
 
In re Bilski, 2008 U.S. App. LEXIS 3246 (Fed. Cir. Feb. 15, 2008). 
 

                                                
9 Id. at 1359 (citing In re Breslow, 616 F.2d 516, 519, 521-22 (C.C.P.A. 1980)). 
10 Id. at 1362. 
11 Id. at 1366. 
12 In re Comiskey, 499 F.3d 1365, 1377 (Fed. Cir. 2007) (citing Diamond v. Diehr, 450 U.S. 175, 184 
(1981)). 
13 Id. at 1378. 
14 Id. at 1376. 



3 
 

 The patent applicant appealed to the Federal Circuit the BPAI’s denial of patent 
claims for a method practiced by a commodity provider for managing (i.e., hedging) the 
consumption risks associated with a commodity sold at a fixed price.  The BPAI held that 
the claims are not directed to a statutory “process.”15 
 The Federal Circuit has granted a hearing en banc and requested that the parties 
file supplemental briefs addressing these questions: 
 

(1) Whether claim 1 of the 08/833,892 patent application claims patent-
eligible subject matter? 

(2) What standard should govern in determining whether a process is 
patent-eligible subject matter under 35 U.S.C. § 101? 

(3) Whether the claimed subject matter is not patent-eligible because it 
constitutes an abstract idea or mental process.  When does a claim that 
contains both mental and physical steps create patent-eligible subject 
matter? 

(4) Whether a method or process must result in a physical transformation 
of an article or be tied to a machine to be patent-eligible subject 
matter? 

(5) Whether it is appropriate to reconsider State Street Bank & Trust Co. 
v. Signature Financial Group, Inc., 149 F.3d 1368 (Fed. Cir. 1998), 
and AT&T Corp. v. Excel Communs., Inc., 172 F.3d 1352 (Fed. Cir. 
1999), in this case, and, if so, whether those cases should be overruled 
in any respect? 

                                                
15 Ex parte Bernard L. Bilski & Rand A. Warsaw, 2006 Pat. App. LEXIS 51, at *1 (B.P.A.I. Sept. 26, 
2006). 
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Enablement 
 
Automotive Technologies Int’l v. BMW, 501 F.3d 1274 (Fed. Cir. 2007). 
 
 The Federal Circuit upheld a lower court’s holding that Automotive Technologies 
International’s U.S. Patent No. 5,231,253 was invalid for lack of enablement.  The 
district court had held that the scope of the patent included both mechanical means and 
electronic means for sensing side impacts in vehicles.  The Federal Circuit held that the 
’253 patent enabled mechanical side impact sensors, but not electronic side impact 
sensors.  The court found the ’253 patent invalid because the full scope of the invention 
must be enabled for the patent to be valid.16 

The court reasoned that because the specification’s figure explaining the 
electronic sensor was only “conceptual,” the text accompanying that figure was “vague,” 
and the field of side impact sensing was “new,” the specification failed to provide 
“‘reasonable detail’” sufficient to enable the use of electronic side impact sensors.17  The 
district court had held that the ’253 did not pass the multi-factor test set out in In re 
Wands,18 and the Federal Circuit implicitly agreed.  That test considers the quantity of 
experimentation necessary, the amount of direction presented in the specification, and the 
absence of a working example. 
 Because a great deal of experimentation would have been necessary to make an 
electronic side impact sensor after reading the specification of the ’253 patent, the entire 
patent was invalid.19 The court rejected appellant’s argument that because the 
specification enabled one mode of practicing the invention, the enablement required was 
satisfied.20 
 
 
Sitrick v. Dreamworks, 516 F.3d 993 (Fed. Cir. 2008). 
 
 The Federal Circuit upheld the district court’s determination that Sitrick’s claims 
of infringement based on his U.S. Patent Nos. 5,553,864 and 6,425,825 were invalid for 
lack of enablement.21  The technology at issue involved integrating a user’s audio signal 
or visual image into a pre-existing video game or movie.  The most fundamental part of 
the patents’ integration claims was the Intercept Adapter Interface System (IAIS).  The 
court upheld the lower court’s finding that the patents did not adequately explain how 
IAIS would function outside of a video game. 
 Sitrick argued that the district court erred by concluding that for the purposes of 
determining enablement it could ignore the teachings of the patents related to video 
games.  The Federal Circuit held instead that because the asserted claims in the ’864 and 
’825 patents were broad enough to cover both movie and video games, the patents must 
enable both embodiments.  The court held that “[a] patentee who chooses broad claim 

                                                
16 Automotive Technologies Int’l v. BMW, 501 F.3d 1274, 1285 (Fed. Cir. 2007). 
17 Id. at 1280, 1283-84 (citing Genentech, Inc. v. Novo Nordisk A/S, 108 F.3d 1361 (Fed. Cir. 1997). 
18 In re Wands, 858 F.2d 731 (Fed. Cir. 1988). 
19 Automotive Technologies, 501 F.3d at 1285. 
20 Id. at 1285. 
21 Sitrick v. Dreamworks, 516 F.3d 993 (Fed. Cir., 2008). 
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language must make sure the broad claims are fully enabled. ‘The scope of the claims 
must be less than or equal to the scope of the enablement.’”22  Ultimately, the court held 
that “Defendants had shown with clear and convincing evidence that one skilled in the art 
could not take the disclosure in the specification with respect to substitution or 
integration of user images in video games and substitute a user image for a pre-existing 
character image in movies without undue experimentation.”23 

                                                
22 Id. at *12 (citing Nat’l Recovery Techs., Inc. v. Magnetic Separation Sys., Inc., 166 F.3d 1190, 1195-96 
(Fed. Cir. 1999). 
23 Id. at *13-14. 
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Novelty 
 
Zenith Electronics Corp. v. PDI Communication Systems., Inc., 2008 U.S. App. LEXIS 
8128 (Fed. Cir. Apr. 16, 2008). 
 
 Plaintiff patentee sued PDI for infringement of its ’513 and ’301 patents.  As 
regards the ’513 patent, the district court granted PDI’s cross-motion for summary 
judgment that claim 1 of the ’513 patent was invalid as anticipated.  But in doing so, the 
district court “focused solely on whether the [prior art] satisfied [just one of the three 
limitations] of claim 1.”24  The district court had stated that it granted summary judgment 
because “Zenith does not specifically point to any other element of Claim 1 that it 
contends was not anticipated by the [prior art].  Therefore, this is the only element that 
need be considered regarding anticipation.”25 
 The Federal Circuit disagreed, vacating that grant of summary judgment because 
PDI “provided no evidence whatsoever that the [prior art] satisfies the final two 
limitations of claim 1 . . . .”26  It was not Zenith who was required to show non-
anticipation regarding those two limitations of the ’513 patent’s claim 1, but rather PDI 
who first had the burden of proving invalidity of the ’513 patent by clear and convincing 
evidence.  The Federal Circuit reiterated its holding in Tate Access Floors, Inc. v. 
Interface Architectural Resources, Inc., 279 F.3d 1357 (Fed. Cir. 2002), that “‘accused 
infringers are not free to flout the requirements of proving invalidity by clear and 
convincing evidence by asserting a “practicing prior art” defense to literal infringement 
under the less stringent preponderance of the evidence standard.’”27  To establish 
invalidity of the ’513 patent, PDI could not prevail with mere proof that the prior art was 
identical, in all material respects, to the ’513 patent because that did not constitute clear 
and convincing evidence of invalidity.  “Anticipation requires a showing that each 
element of the claim at issue, properly construed, is found in a single prior art 
reference.”28 

Because the Federal Circuit “lacked adequate foundation” to construe claim 1 
itself, it instructed the district court to “consider the extent to which PDI has established 
that each limitation of claim 1 of the ’513 patent was anticipated by [the prior art], 
keeping in mind that PDI ultimately bears the burden of establishing invalidity by clear 
and convincing evidence.”29 
 
 
PowerOasis, Inc. v. T-Mobile USA, Inc., 2008 U.S. App. LEXIS 7827 (Fed. Cir. 2008). 
 

Plaintiff patentee sued T-Mobile for infringement of two patents (’658 and ’400) 
that stemmed from a series of continuation and continuation-in-part patent applications.  

                                                
24 Zenith Elecs. Corp. v. PDI Commc’n. Sys., Inc., 2008 U.S. App. LEXIS 8128, at *35 (Fed. Cir. Apr. 16, 
2008). 
25 Zenith Elecs. Corp. v. PDI Commc’n Sys., Inc., No. 04-C-4796, slip op. at 13 (N.D. Ill. Jan. 18, 2007). 
26 2008 U.S. App. LEXIS at *36. 
27 Id. at *37 (citing to Tate, 279 F.3d at 1367). 
28 Id. 
29 Id. at *40.  
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The filing dates for PowerOasis’s ’658 and ’400 patent applications were November 6, 
2001, and October 15, 2002.  The first application in PowerOasis’s patent chain was filed 
on February 6, 1997, and ultimately resulted in a different patent not the subject of this 
litigation.  T-Mobile’s defense argued that the ’658 and ’400 patents were invalid in view 
of prior art by MobileStar Networks that was in public use in 1999.  PowerOasis 
countered that MobileStar’s technology was not prior art because the ’658 and ’400 
patents deserved the priority date of February 6, 1997. In granting T-Mobile’s motion for 
summary judgment, the district court placed the burden on patentee PowerOasis to prove 
entitlement to an earlier filing date.  The Federal Circuit affirmed. 

PowerOasis argued that Ralston Purina Co. v. Far-Mar-Co, Inc., 772 F.2d 1570 
(Fed. Cir. 1985) required that the party attacking the patent’s validity bear the burden of 
proof as to whether claims in a patent application are entitled to the priority date of a 
parent application.  The Federal Circuit distinguished that case as one in which the patent 
examiner had had evidence of the prior art during prosecution, the application had been 
the subject of an interference, and the PTO had made a determination with regard to the 
priority date of the various claims of the asserted patents.  None of those factors were 
present in this case, so the court could not show deference to the PTO regarding priority 
as it had in Ralston.  After noting that PTO examiners “do not make priority 
determinations except where necessary,”30 the Federal Circuit held that “[w]hen neither 
the PTO nor the Board has previously considered priority, there is simply no reason to 
presume that claims in a CIP application are entitled to the effective filing date of an 
earlier filed application.”31  T-Mobile had the burden of proof with respect to the prima 
facie case of invalidity of the ’658 and ’400 patents, but once that was established per the 
MobileStar prior art, the district court “correctly placed the burden on PowerOasis to 
come forward with evidence to prove entitlement to claim priority at an earlier filing 
date.”32  
 
 
Atlanta Attachment Co. v. Leggett & Platt, Inc., 516 F.3d 1361 (Fed. Cir. 2008). 
 
 The Federal Circuit reversed the district court’s grant of summary judgment that 
Atlanta Attachment’s patent was not invalid.  The district court had found that certain 
pre-filing transactions between Atlanta Attachment and Sealy, Inc., and certain 
experiments conducted by Sealy, were protected from the on sale bar as experimental 
uses of the product.  The Federal Circuit, however, found those actions to constitute a 
sale by Atlanta barred by the on-sale doctrine. 

Because Atlanta Attachment filed its provisional application on March 5, 2002, 
the critical date was March 5, 2001.  Prior to this date, Atlanta had sent prototypes of the 
invention to Sealy, Inc., who experimented on the invention.  Atlanta also sent invoices 
and sale orders to Sealy, at least one of which Sealy paid.  Because “an attempt to sell is 
sufficient” to be a commercial offer under § 102(b), Atlanta’s invention was barred by § 
102(b). 

                                                
30 PowerOasis, Inc., v. T-Mobile USA, Inc, 2008 U.S. App. LEXIS 7827, at *12 (Fed. Cir. Apr. 11, 2008). 
31 Id. 
32 Id. at *15. 
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Atlanta argued that its sales to Sealy prior to the critical date were experimental 
sales to determine if the prototypes would fit Sealy’s requirements, but the Federal 
Circuit held that “experimentation conducted to determine whether the invention would 
suit a particular customer’s purposes does not fall within the experimental use 
exception.”33 In concluding that Sealy’s experiments were irrelevant, the court found that 
the issue of control was dispositive.  Atlanta was “not experimenting within the 
contemplation of the experimental use doctrine when it sold its invention to Sealy 
because Sealy performed the testing and because Atlanta did not have control over the 
alleged testing to establish experimentation.”34  The “experimental use exception only 
concerns the actions of the inventors and their agents, and Sealy was not under the 
inventors’ control.”35  Furthermore, the experimental use exception was negated because 
Atlanta gave Sealy a quotation for 50 production units prior to the critical date.  
According to the court, this constituted an offer of mass production, and “[a]n offer to 
mass produce production models does not square with experimentation under any 
standard; it is commercial exploitation.”36 
 
 
SRI Int’l, Inc. v. Internet Security Systems, Inc., 511 F.3d 1186 (Fed. Cir. 2008). 
 
 The Federal Circuit vacated the district court’s ruling that four SRI patents were 
anticipated by SRI’s own prior art publication “Live Traffic Analysis of TCP/IP 
Gateways.”  The district court had granted summary judgment for ISS under § 102(b), 
but the Federal Circuit remanded because of genuine issues of fact as to the public 
accessibility of “Live Traffic.” 
 Prior to SRI’s patent application and in response to a call for papers for the 1998 
Symposium on Network and Distributed Systems Security (SNDSS), an SRI employee 
had submitted “Live Traffic” as an attachment to an email to the Program Chair for 
SNDSS.  The SRI employee stated in his email that he would make a copy of “Live 
Traffic” available on the SRI FTP server as a backup, and he included in the email the 
specific FTP address, with all file extensions.  The employee left the paper on that FTP 
site for seven days, where it was available to anyone.  At other times, the SRI employee 
also provided the FTP site to other members of the intrusion detection community both in 
presentations and via email.  However, only one non-SRI person knew about the seven-
day availability of “Live Traffic.” 
 The district court had concluded that one of ordinary skill in the art would know 
that the SRI FTP server contained relevant information and therefore would navigate 
through the folders to find “Live Traffic.”  The Federal Circuit, however, did not find 
enough evidence in the record to show that “Live Traffic” was publicly accessible and 
thus a printed publication under § 102(b).  The court said that placing the paper “on” the 

                                                
33 Atlanta Attachment Co. v. Leggett & Platt, Inc., 516 F.d 1361, 1366 (Fed. Cir. 2008) (citing Allen Eng’g 
Corp. v. Bartell Indus., 299 F.3d 136, 1355 (Fed. Cir. 2002)). 
34 Id. (citing Electromotive Div. of Gen. Motors Corp. v. Transp. Sys., 417 F.3d 1203, 1213 (Fed. Cir. 
2005). 
35 Id. 
36 Id. 
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FTP server was more like placing it “in” a university library than it was like placing a 
poster on the wall at a professional conference.37 

On summary judgment, the record did not show that an anonymous user skilled in 
the art in 1997 would have gained access to the FTP server and would have freely 
navigated through the directory structure to find “Live Traffic.” The SRI employee’s 
inclusion of the entire FTP address for the file was evidence of this. The court found that 
“the pre-publication Live Traffic paper, though on the FTP server, was not catalogued or 
indexed in a meaningful way and non intended for dissemination to the public.”38 

Judge Moore dissented because “SRI presented no evidence to establish that there 
[was] a genuine issue of material fact as to whether the publication at issue” constituted a 
printed publication under § 102(b).39  Judge Moore used the “mountain of evidence” 
already available to argue that “[w]hether the case is analyzed under the rubric of the 
library thesis cases or the temporary dissemination cases,” the majority’s holding was 
incorrect.40 

                                                
37 SRI Int’l v. Internet Sec. Sys., Inc., 511 F.3d 1186 (Fed. Cir. 2008).  Compare Application of Bayer, 568 
F.2d 1357 (C.C.P.A. 1978) (graduate thesis in university library not publicly accessible) with In re 
Klopfenstein, 380 F.3d 1345 (Fed. Cir. 2004) (posters hung at professional conferences were printed 
publications under § 102(b)). 
38 Id. at 1197. 
39 Id. at 1198 (Moore, J., dissenting). 
40 Id. at 1200-01, 1205 (Moore, J., dissenting). 
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Nonobviousness 
 
KSR Int’l Co. v. Teleflex, Inc., 127 S. Ct. 1727 (2007). 
 
 Teleflex sued KSR for infringement of U.S. Patent No. 6,237,565 to an 
automotive gas pedal.  The district court granted summary judgment for KSR on 
obviousness grounds.  The Federal Circuit then vacated the judgment below as applying 
“an incomplete teaching-suggestion-motivation test.”41 The Supreme Court granted 
certiorari, rejected the “rigid approach” of the Federal Circuit’s “teaching, suggestion, or 
motivation” test as applied in this case, and upheld the district court’s grant of summary 
judgment.42 

Under the teaching, suggestion, or motivation test, a patent claim is only proved 
obvious if some motivation or suggestion to combine the prior art teachings can be found 
in the prior art, the nature of the problem, or the knowledge of a person having ordinary 
skill in the art.  The Court criticized the Federal Circuit’s application of this principle as a 
rigid rule limiting the obviousness inquiry set out in Graham v. John Deere Co. of 
Kansas City.43 

The Court insisted on “an expansive and flexible approach” when determining 
nonobviousness, despite the need for “‘uniformity and definiteness.’”44 The application 
of the more flexible approach means that often “it will be necessary for a court to look to 
interrelated teachings of multiple patents; the effects of demands known to the design 
community or present in the marketplace; and the background knowledge possessed by a 
person having ordinary skill in the art, all in order to determine whether there was an 
apparent reason to combine the known elements in the fashion claimed by the patent at 
issue.”45  A court “need not seek out precise teachings directed to the specific subject 
matter of the challenged claim, for a court can take account of the inferences and creative 
steps that a person of ordinary skill in the art would employ.”  After all, “[a] person of 
ordinary skill in the art is also a person of ordinary creativity, not an automaton.”46 

The Court held that in determining nonobviousness, neither the purpose nor 
motivation of the patentee controls. What matters is whether the PHOSITA, who is not 
“merely an automaton” but a creative scientist, would have been able to come up with the 
invention.  In this case, the Federal Circuit should not have asked whether a pedal 
designer writing on a blank slate would have chosen the challenged design. Instead, 
“[t]he proper question to have asked was whether a pedal designer of ordinary skill, 
facing the wide range of needs created by developments in the field of endeavor, would 
have seen a benefit” to doing what the challenged patent did.47 
 
 
 

                                                
41 Teleflex, Inc. v. KSR Int’l. Co., 119 Fed. Appx. 282, 288 (Fed. Cir. 2005). 
42 KSR Int’l Co. v. Teleflex, Inc., 127 S. Ct. 1727, 1739 (2007). 
43 Id. at 1741. 
44 Id. at 1729 (citing Graham v. John Deere Co., 383 U.S. 1 (1966)). 
45 KSR, 127 S. Ct. at 1740-41. 
46 Id. at 1742. 
47 Id. at  1744. 
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Ex parte Kubin, 2007 Pat. App. LEXIS 13 (Pat. App. 2007). 
 

The BPAI referenced KSR in affirming the claim examiner’s rejection of a patent 
application under § 103(a).  Appellants’ patent claims regarded a cDNA molecule 
(NAIL) that serves as an NK cell surface marker.  Appellants argued that under Deuel, 
cDNA claims cannot be made obvious by mere knowledge of a desired protein sequence 
and methods for generating the DNA that encodes that protein.48  However, the BPAI 
noted that KSR had “cast doubt on the viability of Deuel to the extent the Federal Circuit 
rejected an ‘obvious to try’ test.”49  The court went on to hold that “[u]nder KSR, it’s now 
apparent ‘obvious to try’ may be an appropriate test in more situations than we previously 
contemplated.”50 
 The BPAI held that the skilled artisan would have had reason to try the limited 
number of methodologies available in the literature to isolate NAIL cDNA with the 
expectation that at least one of them would yield success. Thus, isolating NAIL cDNA 
was “the product not of innovation but of ordinary skill and common sense,” leading the 
BPAI to conclude that NAIL cDNA is not patentable because it would have been obvious 
to isolate it.  Appellants argued lack of motivation and teaching away, but the BPAI 
disagreed with their analysis. 

                                                
48 Ex part Kubin, 2007 Pat. App. LEXIS 13, at *1, *4-5 (citing In re Deuel, 51 F.3d 1552 (Fed. Cir. 1995)). 
49 Id. at *11. 
50 Id. at  *11-12. 
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Claim Construction 
 
Computer Docking Station Corp. v. Dell Computer, Inc., 2008 U.S. App. LEXIS 5893 
(Fed. Cir. Mar. 21, 2008). 
 
 This case regards plaintiff CDSC’s ’645 patent, which claimed a certain kind of 
“portable computer,” or “portable computer microprocessing system.”  Given the patent’s 
specification and the sum of statements made by CDSC to the PTO during prosecution, 
the district court had applied the doctrine of prosecution disclaimer to hold that the ’645 
patent disavowed integrated, non-peripheral keyboards or displays as part of the claimed 
portable device.  Because all of defendants’ alleged infringing portable devices contained 
integrated keyboards and displays, the district court granted defendant’s motion for 
summary judgment.  Here, the Federal Circuit affirmed. 

The Federal Circuit first noted that prosecution disclaimer does not apply to an 
ambiguous disavowal.  The court found that CDSC’s disavowal was not ambiguous, 
however, because the specification so consistently distinguished the claimed device from 
those devices with built-in displays and keyboards.  As a threshold matter, the court then 
held that the word “portable” in the claims’ preamble limited the scope of the claims 
because it was a “necessary and defining aspect of the invention,” not an “introduction 
into the general field of the claim.”51 Hence, the court could conduct a prosecution 
disavowal analysis to determine the extent of that limitation. 

Because the patent applicant, in its statements to the PTO, noted that the 
microprocessor “interfaces with several peripheral devices including a keyboard, display, 
modem . . .,” and the claimed device did not require “a portable display and keyboard,” 
and because “the specification of the ’645 patent does not provide an express definition 
of ‘portable computer’ that would override or make the distinctions in the prosecution 
history ambiguous,” the claims could not cover any device that had built-in displays or 
keyboards.52  Furthermore, the specification contrasts a “microcomputer system” from a 
“laptop computer,” and repeatedly describes the invention as a “microcomputer,” but 
never as a “laptop.”53  The court noted that the claims themselves “do not recite the term 
‘microcomputer,’” but held that this point “does not alone expand the claims beyond the 
microcomputer embodiment described in the specification.”54 
 In order to “‘protect[] the public’s reliance on definitive statements made during 
prosecution,’”55 and because the “‘totality of the prosecution history’ informs the 
disavowal inquiry,”56 the Federal Circuit affirmed the district court’s grant of summary 
judgment against plaintiff. 

                                                
51 Computer Docking Station Corp. v. Dell Computer, Inc., 2008 U.S. App. LEXIS 5893, at *15  (Fed. Cir. 
Mar. 21, 2008) (citing On Demand Mach. Corp. v. Ingram Indus., 442 F.d 1331, 1343 (Fed. Cir. 2006)). 
52 Id. at *16-22. 
53 Id. at *23. 
54 Id. at *25. 
55 Id. at *13 (citing Omega Eng’g, Inc. v. Raytek Corp., 334 F.3d 1314, 1323-24 (Fed. Cir. 2003)). 
56 Id. at *26. 
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Infringement 
 
Regents of University of California v. Dakocytomation California, Inc., 517 F.3d 1364 
(Fed. Cir. 2008). 
 
 Plaintiffs, owner and licensee of patents ’841 and ’479, sued defendant alleging 
patent infringement.  The district court granted defendant’s motion for summary 
judgment on the ground that their products did not infringe.  On appeal, the Federal 
Circuit held, inter alia, that the district court had misapplied the doctrine of prosecution 
history estoppel on the ’841 claim.  The Federal Circuit accordingly reversed that part of 
the judgment, allowing plaintiffs to pursue their claims under the doctrine of equivalents. 
 The inventions claimed in the patents were directed to improve methods for 
identifying and classifying chromosomes in order to detect chromosomal abnormalities.  
The ’841 patent was directed towards blocking repetitive DNA sequences in order to 
increase the specificity of staining agents.  This involved “blocking the labeled repetitive 
nucleic acid fragments in the heterogeneous mixture by hybridization with unlabeled 
repetitive nucleic acid fragments.”57  Because the alleged infringing devices do not use 
human DNA, and instead use synthetic nucleic acids referred to as peptide nucleic acids 
(PNA), the district court had concluded that there was no literal infringement.  The court 
then determined that patentees had narrowed the scope of the ’841 patent’s “blocking 
nucleic acid” limitation during prosecution, and were hence barred from asserting that 
PNAs were an equivalent of a “blocking nucleic acid.” 

The Federal Circuit agreed that because the prosecution history suggested that the 
patentees limited the claim to the blocking method at least in part to overcome the 
examiner’s rejections, the patentees presumptively surrendered all equivalents of the 
‘blocking nucleic acid’ limitation.58  However, the court ultimately concluded that the 
prosecution history revealed “that in narrowing the claim to overcome the prior art 
rejections, the focus of the patentees’ arguments centered on the method of blocking—not 
on the particular type of nucleic acid that could be used for blocking.”59  Indeed, the court 
noted, “the ‘nucleic acid’ limitation was never narrowed during prosecution and was not 
at issue in the office action rejecting the claims, the Examiner Interview Summary 
Record, or the patentees’ remarks accompanying the amendment.”60  Finally, “none of 
the cited references concerned the type of nucleic acid that would perform the blocking, 
or mention the accused equivalent.”61  Thus, the patentee’s narrowing amendment was 
“only tangential to the accused PNA equivalent, i.e., the peptide nucleic acid.”62  
Appellants were therefore not precluded by estoppel from asserting that defendant’s 
product infringes under the doctrine of equivalents because their amendment was only 
tangentially related to the direction in which equivalents was to be applied here. 
 

                                                
57 Regents of Univ. of California v. Dakocytomation California, Inc., 517 F.3d 1364, 1377 (Fed Cir. 2008) 
(citing U.S. Patent No. 5,447,841). 
58 Id. at 1378. 
59 Id. (emphasis added). 
60 Id. 
61 Id. 
62 Id. 
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LG Electronics, Inc. v. Quanta Computer, 453 F.3d 1364 (Fed. Cir. 2006), cert. granted, 
76 U.S.L.W. 3153 (U.S. Sept. 25, 2007) (No. 06-937). 
 
 LGE had granted Intel a license covering its entire portfolio of patents on 
computer systems and components.63  Although Intel was free to sell its microprocessors 
and chipsets, those sales were conditional, and the license expressly did not cover Intel’s 
customers who infringed LGE’s combination patents by combining the Intel products 
with other, non-Intel products.  The district court had found that the systems claims in all 
patents were exhausted by the LGE-Intel license and Intel’s later sales to customers, but 
also that the exhaustion doctrine did not apply to the method claims.64  The Federal 
Circuit, vacating in part, reversing in part, and affirming in part, held that the exhaustion 
doctrine did not apply to either the method or systems claims.65  The court held that 
“[t]he exhaustion doctrine does not apply to an expressly conditional sale or license.  In 
such a transaction, it is more reasonable to infer that the parties negotiated a price that 
reflects only the value of the ‘use’ rights conferred by the patentee.” It specified that 
“[t]he patents asserted by LGE do not cover the products licensed to or sold by Intel; they 
cover those products when combined with additional components.”66 
 The Supreme Court granted certiorari and heard argument in January 2008.  
Petitioner argues that “[a]fter an authorized sale the patentee may enforce contractual 
promises it has obtained from the purchaser by suing for breach, but ‘may not thereafter, 
by virtue of his patent, control the use or disposition of the article’ by suing for patent 
infringement.”67  Petitioner claims that Intel’s products “embody essential features of 
LGE’s patents,” “were within the protection of those patents,” and were “inevitably 
destined” to be combined with other products to make the combinations that LGE 
contends infringed.68  Thus, LGE’s patent claims were exhausted. 
 Respondent wishes to maintain the conceptual dichotomy proposed by the Federal 
Circuit, whereby the patent claims in the components that Intel sold are considered 
separately from the patent claims under “independently granted patents on patentably 
distinct inventions which are practiced in part with [the components sold] (here, the 
systems and methods).”69  Respondent argues that the latter claims should not be held 
exhausted, particularly when purchasers of the component are expressly notified that they 
are not authorized to practice those independently issued patents. 
 A decision is expected shortly. 
 
 
 
 

                                                
63 LG Electronics, Inc. v. Quanta Computer, 453 F.3d 1364, 1370 (Fed. Cir. 2006), cert. granted 76 
U.S.L.W. 3153 (U.S. Sept. 25, 2007) (No. 06-937). 
64 Id. at 1369. 
65 Id. 
66 Id. at 1369-70. 
67 Brief for the Appellant-Petitioner at *1-2, KSR Int’l. Co. v. Teleflex, Inc., No. 04-1350 (U.S. Aug. 22, 
2006) (citing United States v. Univis Lens Co., 315 U.S. 241, 250-51 (1942). 
68 Id. at *2. 
69 Brief for the Appellee-Respondent at *8, KSR Int’l Co. v. Teleflex, Inc., No. 04-1350 (U.S. Oct. 16, 
2006). 
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BMC Resources, Inc., v. Paymentech, L.P., 498 F.3d 1373 (Fed. Cir. 2007). 
 
 BMC sued for infringement of two of its patents that claimed a method for 
processing credit card transactions with a PIN.  The Federal Circuit affirmed the district 
court’s grant of summary judgment for defendant Paymentech. 

BMC complained of direct infringement and infringement by inducement because 
Paymentech was one of several participants who worked together to infringe BMC’s 
patents on the method for processing transactions.   

In this case, the Federal Circuit upheld the district court’s finding that there was 
no cause of action for “joint direct infringement” that aggregated the acts of several 
different defendants.  The Federal Circuit affirmed that “[d]irect infringement requires a 
party to perform or use each and every step or element of a claimed method or 
product.”70  Further, “[i]ndirect infringement requires, as a predicate, a finding that some 
party amongst the accused actors has committed the entire act of direct infringement.”71  
Infringers cannot avoid liability by having a third party carry out one or more of the 
claimed steps on its behalf because “the law imposes vicarious liability on a party for the 
acts of another in circumstances showing that the liable party controlled the conduct of 
the acting party.”72  But BMC could not rely on that doctrine because it did not provide 
any evidence that Paymentech “provide[d] instructions or directions regarding the use of” 
the data it sent to the other actors, and because “the record contained no evidence even of 
a contractual relationship between Paymentech and the financial institutions.”73 

                                                
70 BMC Resources, Inc., v. Paymentech, L.P., 498 F.3d 1373, 1378-79 (Fed. Cir. 2007) (emphasis added). 
71 Id. at 1379 (emphasis added). 
72 Id. For its vicarious liability arguments, the court relied on Cross Med. Prods. v. Medtronic Sofamor 
Daned, 424 F.3d 1293 (Fed. Cir. 2005). 
73 BMC Resources, 498 F.3d at 1382. 
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Remedies 
 
Amado v. Microsoft Corp., 517 F.3d 1353 (Fed. Cir. 2008). 
 
 Amado previously sued Microsoft for patent infringement, winning a jury award 
of $.04 per copy of the infringing software and a permanent injunction.  The district court 
immediately stayed the injunction, extended the stay, and during the extended stay 
dissolved the injunction in light of eBay, Inc. v. MercExchange, LLC, 126 S. Ct. 1837 
(2006).  With the injunction dissolved, the district court awarded Amado $0.12 per 
infringing unit for sales made during the period of the stay.  Amado and Microsoft both 
appealed the $0.12 figure.  Microsoft argued that the district court could not stray from 
the $0.04 per copy awarded by the jury for pre-injunction infringement, while Amado 
argued that the district court must award $2.00 per copy, because that was the amount per 
copy which the district court had requested, when it first issued the stay, that Microsoft 
deposit into an escrow account.  On this appeal, the Federal Circuit vacated the $0.12 per 
copy award and remanded for a determination in line with its guidance. 
 The district court had arrived at the $0.12 figure by “‘start[ing] with the jury’s 
reasonable royalty of four cents,’” and then trebling that award using the “‘trebling for 
willful [infringement] as a guideline.’”74 Based on the district court’s explicit 
determination that $2.00 was the “upper limit of any eventual stay-related award,” the 
Federal Circuit swiftly rejected Amado’s argument that the district court must award 
$2.00 per copy.75  The basis of the Federal Circuit’s rejection of Microsoft’s argument in 
favor of $0.04 per copy was the “fundamental difference” it found “between a reasonable 
royalty for pre-verdict infringement and damages for post-verdict infringement.”76 
“[D]ifferent economic factors are involved” once a judgment of validity and infringement 
has been entered.77  The court referred to Paice LLC v. Toyota Motor Corp., 504 F.3d 
1293 (Fed. Cir. 2007) in this regard, but distinguished that case as one in which the court 
had to “assess an appropriate level of damages for ongoing infringement under 
circumstances in which an injunction was not warranted.”78  Instead, in this case, 
Microsoft was indeed enjoined, but only permitted to continue infringing by virtue of the 
court-ordered stay.  Hence, even though the district court pointed to willful infringement 
in arriving at $0.12, the Federal Circuit could not affirm that figure because that royalty 
“did not expressly consider that Microsoft’s infringing sales took place following the 
grant of an injunction that was stayed.”79  “[W]illfullness, as such, is not the inquiry when 
the infringement is permitted by a court-ordered stay.”80 

Furthermore, the $0.04 figure was based on pre-verdict infringement, not post-
verdict infringement, so the district court’s $0.12 calculations “began with a faulty 
premise.”81  Finally, in what seems to be an example of double counting by the Federal 
                                                
74 Amado v. Microsoft Corp., 517 F.3d 1353, 1361 (Fed. Cir. 2008) (citing Amado v. Microsoft Corp., NO. 
8:03-CV-242, at 33 (C.D. Cal. Mar. 13, 2007)). 
75 Id. at 1361 (citing to Amado v. Microsoft Corp., NO. 8:03-CV-242, at 29). 
76 Id. at 1361-62. 
77 Id. at 1361. 
78 Id. at 1362. 
79 Id. 
80 Id. 
81 Id. 
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Circuit, the court held that when a district court stays its own injunction, “the assessment 
of damages for infringements taking place after the injunction should take into account 
the change in the parties’ bargaining positions, and the resulting change in economic 
circumstances, from the determination of liability.”82 

Because the Federal Circuit could not determine whether the award of $0.12 was 
a reasonable exercise of discretion by the district court, it vacated the district court’s 
award and remanded the issue.  Its final guidance was that “logically, the eventual award 
should fall somewhere between the $0.04 amount . . . and the $2.00 amount Amado was 
willing to accept in exchange for a license.”83 
 
 
Paice LLC v. Toyota Motor Corp., 504 F.3d 1293 (Fed. Cir. 2007). 
 
 This was the first case following eBay, Inc. v. MercExchange, L.L.C., 126 S. Ct. 
1837 (2006), in which the Federal Circuit discussed compulsory licensing.  Paice 
appealed the district court’s imposition of an ongoing royalty arrangement that allows 
Toyota to continue practicing the invention of Paice’s U.S. Patent No. 5,343,970 in 
exchange for a set royalty payment.  The Federal Circuit held that a district court has the 
authority to award a compulsory license, or ongoing royalty payment, instead of an 
injunction. 
 The district court had applied eBay’s four-factor test in addressing Paice’s motion 
for a permanent injunction.  In rejecting Paice’s argument that it would suffer irreparable 
injury absent an injunction, the district court had noted that Paice does not manufacture 
any goods. The district court had found monetary damages adequate given the jury’s 
award of just $25 in reasonable royalties per accused vehicle, and Paice’s previous 
attempt to license the technology to Toyota. In balancing the hardships, the court held 
that an injunction would disrupt Toyota’s related business, such as dealers and suppliers, 
could have an adverse affect on the burgeoning hybrid market, and might damage 
Toyota’s reputation. The public interest favored neither party. 
 The Federal Circuit upheld the district court’s imposition of an “ongoing royalty” 
during the remaining life of the patent in lieu of an injunction.  Paice argued that the 
district court did not have statutory authority to issue the order.  The Federal Circuit held 
that the district court’s order imposing the ongoing royalty rate provided no reasoning to 
support the selection of $25 as the royalty rate, so it could not determine whether the 
district court abused its discretion.  It remanded the case for the limited purpose of having 
the district court reevaluate the ongoing royalty rate. 
 In concurrence, Judge Rader would require the district court to allow the parties 
an opportunity to themselves set the ongoing royalty rate, or, at least to secure the 
permission of both parties before setting the rate itself.84 
 
 
Verizon v. Vonage, 503 F.3d 1295 (Fed. Cir. 2007). 
 

                                                
82 Id. 
83 Id. at n.2. 
84 Paice v. Toyota, 504 F.3d 1293, 1316 (Fed. Cir. 2007) (Rader, J., concurring). 
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 Vonage appealed the lower court’s issuance of an injunction barring Vonage from 
further infringing Verizon’s asserted claims of U.S. Patent Nos. 6,282,574, 6,104,711, 
and 6,359,880 covering Voice Over Internet Protocol.  The Federal Circuit vacated the 
part of the injunction relating to the ’880 patent because the district court erred in 
construing claims in the ’880 patent.  However, the court upheld the district court’s 
application of the eBay four-factor test in awarding Verizon an injunction as to the ’574 
and ’711 patents. 
 Vonage argued that the district court had impermissibly based its finding of 
irreparable harm on lost sales alone.  However, because “the district court found there 
were several areas of [irreparable] harm” and the record contained “evidence of price 
erosion as well as lost opportunities to sell other services,”85 the Federal Circuit could not 
perceive an abuse of discretion. 
 The court also noted that the district court, in balancing the hardships under eBay, 
had not considered whether the district court should have allowed time for Vonage to 
implement a workaround that would avoid continued infringement of the ’574 and ’711 
patents before issuing its injunction, and suggested that this would generally be good 
policy.86  This did not impact the court’s judgment, though, because “Vonage made no 
request for a workaround period to the district court, and Vonage ha[d] already had 
several months since the court’s judgment to implement a workaround.”87 
 
 
CSIRO v. Buffalo, 492 F. Supp. 2d 600 (E.D. Tex. 2007). 
  
 The District Court for the Eastern District of Texas had a rather easy time 
granting Plaintiff’s request for a permanent injunction in this case, despite the fact that 
the plaintiff was a non-practicing entity.  After granting summary judgment for Plaintiff, 
but before ascertaining damages, the court applied the eBay four-factor test.  Plaintiff’s 
identity as the principal scientific research organization of the Australian Federal 
Government seemed integral to the court’s decision that each of the four factors weighed 
in Plaintiff’s favor. 
 The court found that if the injunction were not granted, others would be 
encouraged to infringe the patent and risk litigation rather than enter into a license 
agreement.  The irreparable harm would occur to CSIRO’s reputation, hampering its 
recruitment of “the top scientists in the world,” and thus result in “important knowledge 
not being developed at all.”  Buffallo argued that since eBay courts have denied 
injunctive relief to non-competing licensors, but the court focused instead on CSIRO’s 
competition with other research institutions. As for the adequacy of a remedy at law, the 
court cited to Justice Kennedy’s concurrence in eBay, noting that the patent facilitated 
“the essence of the technology,” not a “small component” of Buffalo’s infringing 
products.  “The right to exclude becomes more urgent when the product is the 
invention.”88  The balance of hardships worked in CSIRO’s favor because Buffalo stood 
to lose only about 11% of its business, while CSIRO stood to suffer immeasurable 

                                                
85 Verizon v. Vonage, 503 F.3d 1295, 1310 (Fed. Cir. 2007). 
86 Id. at 1311, n.12. 
87 Id. 
88 CSIRO v. Buffalo, 492 F.Supp.2d 600, 605 (E.D. Tex., Jun 15, 2007). 
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reputational harm and diminished ability to develop future technologies.  Because CSIRO 
was a research institution, and Buffalo a retailer, the public interest analysis clearly 
worked in CSIRO’s favor. This is the only post-eBay decision to award an injunction in 
favor of a non-practicing entity, and the court’s treatment of the eBay factors is 
significantly different than the analysis engaged in by other courts. 
 
 
In re Seagate, 497 F.3d 1360 (Fed. Cir. 2007) (en banc). 
  
 Seagate Technology petitioned the Federal Circuit for a writ of mandamus 
directing the lower court to vacate its orders compelling disclosure of materials and 
testimony that Seagate claims is covered by the attorney-client privilege and work 
product protection.  The court found that its standard for evaluating willful infringement, 
announced in Underwater Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d 1380 (Fed. 
Cir. 1983), did not comport with the Supreme Court’s more recent precedent. 
Accordingly, the court overruled the Underwater Devices standard and held that “proof 
of willful infringement permitting enhanced damages requires at least a showing of 
objective recklessness.”89 It reemphasized that “there is no affirmative obligation to 
obtain opinion of counsel.”90 
 To establish willful infringement, a patentee must now “show by clear and 
convincing evidence that the infringer acted despite an objectively high likelihood that its 
actions constituted infringement of a valid patent.”  The patentee must also “demonstrate 
that this objectively-defined risk . . . was either known or so obvious that it should have 
been known to the accused infringer.”91 
 The court went on to note that the very different functions of trial counsel and 
opinion counsel advise against extending waiver to trial counsel.  This is not an absolute 
rule, as trial courts remain free to exercise their discretion in unique circumstances to 
extend waiver to trial counsel.  Furthermore, the court found that “in ordinary 
circumstances willfulness will depend on an infringer’s prelitigation conduct.”  Although 
a willfulness claim asserted in the original complaint “must necessarily be grounded 
exclusively in the accused infringer’s pre-filing conduct,” if the accused infringer’s post-
filing conduct is reckless, a patentee can move for a preliminary injunction to combat 
post-filing willful infringement.92 
 In the case before it, the court found that the opinions of Seagate’s opinion 
counsel appeared to be of marginal value because they were received after the suit had 
commenced.  The court went on to hold that “as a general proposition, relying on opinion 
counsel’s work product does not waive work product immunity with respect to trial 
counsel” and that work product protection remains available to work product such as 
attorneys’ files.93 
 

                                                
89 In re Seagate, 497 F.3d 1360, 1371 (Fed. Cir. 2007). 
90 Id. 
91 Id. 
92 Id. at 1374. 
93 Id. at 1376. 
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PTO Procedure 
 
Tafas v. Dudas, 2008 U.S. Dist. LEXIS 26086 (E.D. Va. Apr. 1, 2008). 
 
 In a case brought by Smithkline Beecham Corporation and Glaxo Group Limited, 
the District Court for the Eastern District of Virginia granted plaintiffs’ motion for 
summary judgment and issued a permanent injunction enjoining the United States Patent 
and Trademark Office (PTO) from implementing rules which would have “change[d] the 
patent system by modifying several long-established rules governing patent examination 
by the USPTO.”94  The rules would have limited the number of continuing applications, 
continuation-in-part applications, and RCEs, that a patent applicant could make, and 
would have also limited the total number of independent claims or total claims that an 
applicant could make without providing further information about those claims.95  The 
court held that the planned rules were substantive in nature and hence exceeded the scope 
of the PTO’s rulemaking authority under 35 U.S.C. § 2(b)(2).96  Because the court so 
held, it was unnecessary to decide whether the PTO’s interpretation of the Patent Act 
should be given Chevron deference or whether the rules ran contrary to the Act’s 
provisions.97 
 The PTO rejected the distinction between “substantive” and “procedural” 
regulations, but the court cited extensive case law and legislative history to uphold the 
distinction.  The court held that “[w]hile the [Administrative Procedure Act] does not 
define a ‘substantive rule,’ any rule that ‘affect[s] individual rights and obligations is 
substantive.’”98  A “drastic departure” from the Patent Act, the PTO’s proposed rules 
changed existing law and altered the rights and obligations of patent applicants.99  
Furthermore, the CCPA and the Federal Circuit had already agreed that there was no 
statutory basis for fixing an arbitrary limit to the number of continuing applications an 
applicant could file. Various CCPA cases held that an applicant should be able to 
determine the number and scope of his claims.  By shifting the examination burden away 
from the PTO and onto applicants, the ESD requirement also changed the law and altered 
the rights of applicants under the statutory scheme.  For all of these reasons, the proposed 
rules were void as “‘otherwise not in accordance with law’” and “‘in excess of statutory 
jurisdiction [and] authority.’”100 

                                                
94 Tafas v. Dudas, 2008 U.S. Dist. LEXIS 26086, at *5-6 (E.D. Va. Apr. 1, 2008). 
95 The enjoined rules are entitled, “Changes to Practice for Continued Examination Failings, Patent 
Applications Containing Patentably Indistinct Claims, and Examination of Claims in Patent Applications,” 
located at 72 Fed. Reg. 46716, 46716-46843 (Aug. 21, 2007) (to be codified at 37 C.F.R. pt. 1). 
96 2008 U.S. Dist. LEXIS 26086, at *15. 
97 Id. at *15-16 n.4. 
98 Id. at *23-24 (citing Chrysler Corp. v. Brown, 441 U.S. 281 (1979)). 
99 Id. at *24-25. 
100 Id. at *34 (citing 5 U.S.C. § 706(2)). 
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Declaratory Judgment Jurisdiction 
 
Teva v. Novartis, 482 F.3d 1330 (Fed. Cir. 2007). 
 
 This case works to confirm speculation that MedImmune, Inc. v. Genentech, Inc., 
127 S. Ct. 764 (2007), would significantly increase the number of declaratory judgment 
actions that accused infringers receive. Here, the Federal Circuit reversed the lower 
court’s dismissal of Teva’s declaratory judgment because the district court had relied on 
the now-defunct “reasonable-apprehension-of-imminent-suit” declaratory judgment test 
for patent non-infringement.  Under that test, the ANDA declaratory judgment plaintiff 
had to show a reasonable apprehension of imminent suit by the patentee.  In MedImmune, 
the Supreme Court explicitly repudiated that test because it was inconsistent with the 
general Article III standard that asks whether two parties have a sufficiently real, definite, 
clear and immediate dispute and whether their interests are adverse.101 
 The Federal Circuit found that under the Supreme Court’s “all circumstances” 
standard for determining jurisdiction in a declaratory judgment action, Teva was not 
required to show a reasonable apprehension of imminent suit.  Under all of the 
circumstances, Teva presented a justiciable controversy to support the declaratory 
judgment action.  Teva had filed an Abbreviated New Drug Application with the FDA in 
which it certified that its drug did not infringe any of five of Novartis’s patents.  In 
response, Novartis brought an infringement suit against Teva on Novartis’s U.S. Patent 
No. 5,246,937,102 but did not include in that action Novartis’s four related therapeutic use 
patents.  Teva then brought this declaratory judgment action on the four remaining 
method patents to establish whether it infringed the additional patents. 

The Federal Circuit held that Teva passed the Supreme Court’s “all 
circumstances” test because of, inter alia, the possibility of multiple infringement suits 
from Novartis arising from Teva’s ANDA, and Teva’s interest in obtaining patent 
certainty.  Teva had an injury-in-fact and the five different patents related to the same 
“controversy,” if not “case,” so Teva had a justiciable Article III controversy that could 
be fully resolved by declaratory judgment.103  Because Teva had experienced real and 
actual injury traceable to Novartis’s conduct, those injuries could be redressed by a 
favorable judicial decision. 
 
 
SanDisk Corp. v. ST Microelectronics, Inc., 480 F.3d 1372 (Fed. Cir. 2007). 
 
 Decided four days prior to Teva, this case appears to take MedImmune’s “all 
circumstances” test to the next level.  In vacating the lower court’s grant of summary 
judgment for the non-movant because plaintiff had failed to present an actual 
controversy, the Federal Circuit held that “where a patentee asserts rights under a patent 
based on certain identified ongoing or planned activity of another party, and where that 
party contends that it has the right to engage in the accused activity without license,” the 

                                                
101 Medimmune, Inc. v. Genentech, Inc., 127 S. Ct. 764, 774 n.11 (2007). 
102 Novartis Pharms. Corp. v. Teva Pharms. USA, Inc., No. 05-1887, 2005 U.S. Dist. LEXIS 30341 (D.N.J. 
2005). 
103 Teva v. Novartis, 482 F.3d 1330, 1340 (Fed. Cir. 2007). 
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non-patentee may seek a declaratory judgment.104  As the concurrence notes, the Federal 
Circuit’s broad holding here may provide “no practical stopping point short of allowing 
declaratory judgment actions in virtually any case in which the recipient of an invitation 
to take a patent license elects to dispute the need for a license and then to sue the 
patentee.”105 
 To be sure, the majority’s holding does require that the patentee engage in “some 
affirmative act” for declaratory judgment jurisdiction to arise.106  What remains unclear is 
how affirmative the act must be.  In this case, ST Microelectronics (ST) sought a royalty 
from SanDisk, held a detailed presentation for SanDisk outlining the manner in which ST 
believed that SanDisk’s products infringed the specific claims of each of ST’s patents, 
and gave SanDisk over 300 pages of materials with detailed infringement analyses.107 
These facts gave rise to an actual controversy, despite the fact that ST’s vice president for 
intellectual property and licensing had stated that “ST has absolutely no plan whatsoever 
to sue SanDisk.”108  
 
 
Caraco Pharmaceutical Laboratories, Ltd. v. Forest Laboratories, Inc., 2008 U.S. App. 
LEXIS 6838 (Fed. Cir. Apr. 1, 2008) 
 
 In this case, the Federal Circuit relied on Medimmune, Inc. v. Genentech, Inc., 127 
S. Ct. 764, 774 n.11 (2007), and Teva (see supra) to reverse the district court and hold 
that in the context of the Hatch-Waxman Act, generic drug manufacturer Caraco could 
seek a declaratory judgment action for noninfringement against ’941 patent-holder and 
brand drug manufacturer Forest even though Forest had given Caraco an irrevocable 
covenant not to sue Caraco for infringement of the ’941 patent. 

In dismissing Caraco’s declaratory judgment action, the district court had not 
relied on either MedImmune (an opinion which made it easier for those seeking a 
declaratory judgment of noninfringement to establish a justiciable case or controversy) or 
Teva (allowing a declaratory judgment action to proceed regarding four of five related 
patents, even though the patent-holder threatened litigation regarding just the other one of 
the five patents).  Given the recent precedent and in light of the Hatch-Waxman Act’s 
goals, the Federal Circuit ruled that “under the Hatch-Waxman framework Caraco has an 
economic interest in determining whether the ’941 patent is invalid or not infringed by 
the drug described in its [Abbreviated New Drug Application]  . . . .”109 

Forest had sued Caraco for infringement of Forest’s ’721 patent (expiring in 
2012), but not of Forest’s ’941 patent (expiring in 2023).  Forest listed both patents in the 
FDA’s Orange Book in the process of getting FDA approval for its Lexapro® drug, and 
Caraco was not the first Paragraph IV Abbreviated New Drug Application filer.  Even if 
Caraco were to prevail in the ’721 case, the circumstances were such that “absent an 

                                                
104 SanDisk Corp. v. ST Microelecs., Inc., 480 F.3d 1372, 1380-1381 (Fed. Cir. 2007). 
105 Id. at 1385. 
106 Id. at 1380-1381. 
107 Id. at 1382. 
108 Id. at 1382-83. 
109 Caraco Pharm. Labs., Ltd. v. Forest Labs., Inc., 2008 U.S. App. LEXIS 6838, at *20-1 (Fed. Cir. Apr. 1, 
2008). 
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event triggering [the first Paragraph IV ANDA filer]’s exclusivity, [Caraco and other 
generic drug manufacturers] will be denied entry to the [Lexapro generic] drug market 
for a significant time” regardless of whether their generic drugs infringe and regardless of 
whether Forest’s patents are valid.110  The court reasoned that despite Forest’s covenant 
not to sue, Forest’s actions injured Caraco because “by preventing the FDA from 
approving the ANDAs of generic drug manufacturers, pharmaceutical patentees like 
Forest can potentially exclude non-infringing generic drugs from the market.”111  Because 
Caraco’s drug might not infringe Forest’s ’941 patent, it might have a right to enter the 
market, and “its exclusion from the generic drug market by Forest’s actions is a sufficient 
Article III injury-in-fact.”112  The court then found the traceability and redressibility 
requirements of standing similarly satisfied, and that the dispute was ripe, not moot. 
 
 
Micron Tech., Inc. v. Mosaid Techs., Inc., 518 F.3d 897 (Fed. Cir. 2008) 
 
 This case is significant for explicitly applying the 28 U.S.C. §1404(a) transfer 
analysis in the post-MedImmune113 situation of a declaratory judgment suit filed around 
the same time as a patent holder’s infringement suit.  Micron had filed a declaratory 
judgment action in the Northern District of California one day before Mosaid sued 
Micron for patent infringement in the Eastern District of Texas.  The California district 
court then dismissed Micron’s declaratory judgment action before the Supreme Court’s 
MedImmune ruling was handed down, and hence under the pre-MedImmune “reasonable-
apprehension-of-imminent-suit” test.  When Micron appealed, the Federal Circuit 
reversed and remanded per MedImmune. 
 Given Mosaid’s “threatening letters,” overall behavior, and “recent public 
statements and annual reports [confirming] its intent to continue an aggressive litigation 
strategy,” the Federal Circuit first held that “the record evidence amply supports a real 
and substantial dispute” required by the Supreme Court in MedImmune to deny a motion 
to dismiss a declaratory judgment action.114  The court then cited Teva and SanDisk (see 
summaries below) in explicitly confirming that MedImmune “enhances the availability of 
declaratory judgment jurisdiction in patent cases.”115  
 Because Mosaid had already filed suit, the district court was obliged to consider 
the § 1404(a) forum-selection “convenience factors.” These convenience factors were 
crucial because the parties were “really just contesting the location and right to choose 
the forum of their inevitable suit.”116  The Federal Circuit further held that, post-
MedImmune, the district court could not hold, as it had, that Micron’s relief action was 
“tenuous at best,” nor could it consider that the second-filed infringement action was 
broader than Micron’s action.  Instead, “when the discretionary determination [whether to 
dismiss a declaratory judgment action] is presented after the filing of an infringement 
action, the jurisdiction question is basically the same as a transfer action under § 
                                                
110 Id. at *19. 
111 Id. at *31. 
112 Id. at *31. 
113 Medimmune, Inc. v. Genentech, Inc., 127 S. Ct. 764, 774 n.11 (2007). 
114 Micron Tech., Inc., v. Mosaid Techs., Inc., 518 F.3d 897, 901 (Fed. Cir. 2008). 
115 Id. at 903. 
116 Id. at 901-02. 
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1404(a).”117  The court held that “[t]he convenience and availability of witnesses, absence 
of jurisdiction over all necessary and desirable parties, possibility of consolidation with 
related litigation, or considerations relating to the interest of justice, must be evaluated . . 
. .”  The policy rationale was that “[e]ventually, robust considerations of these factors 
will reduce the incentives for a race to the courthouse because both parties will realize 
that the case will be heard or transferred to the most convenient or suitable forum.”118  In 
this specific case, applying the relevant convenience factors, the court held that it would 
be an abuse of discretion to “transfer” the action to the Texas district court.119 
 
 

                                                
117 Id. at 905. 
118 Id. 
119 Id. 
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Antitrust 
 
Rambus, Inc., v. FTC, 2008 U.S. App. LEXIS 8662 (D.C. Cir. Apr. 23, 2008) 
 
 In this case, the D.C. Circuit reversed the Federal Trade Commission’s holding 
that Rambus had engaged in monopolistic conduct in violation of § 2 of the Sherman Act.  
Because Rambus conceded that it had monopoly power in the relevant markets, the issue 
was whether Rambus engaged in exclusionary conduct to acquire its monopoly power 
unlawfully.  The case was based on Rambus’s alleged nondisclosure of patent interests 
that it was allegedly required to make to the standard-setting organization JEDEC.  The 
FTC first held that these nondisclosures constituted deception that enabled Rambus 
“either to acquire a monopoly through the standardization of its patented technologies 
rather than possible alternatives, or to avoid limits on its patent licensing fees that JETEC 
would have imposed as part of its normal process of standardizing patent 
technologies.”120  The FTC could not determine which result would have been more 
probable, had Rambus properly disclosed its patent holdings and plans.  However, 
because the FTC held that Rambus had acted deceptively, and that either of these two 
results were anticompetitive, it determined that Rambus had engaged in exclusionary 
conduct. 

The D.C. Circuit disagreed.  It held that if Rambus’s conduct merely enabled it to 
avoid JEDEC’s obtaining assurances from Rambus of RAND licensing terms, such 
conduct, alone, could not be said to harm competition.  As such, it was not 
anticompetitive conduct under the Sherman Act.  Because the FTC could not determine 
which of the two outcomes of proper disclosure would have been more probable, the FTC 
could not find the conduct anticompetitive.  Although the “licensing terms” outcome may 
have harmed competitors, it did not harm the competitive process.  This was true even 
though the court agreed with scholars who have pointed out that “if nondisclosure to an 
SSO enables a participant to obtain higher royalties than would otherwise have been 
attainable, the ‘overcharge can properly constitute competitive harm in the downstream 
market.’”121 

The court relied heavily on NYNEX Corp. v. Discon, Inc., 525 U.S. 128 (1998), a 
seemingly unrelated decision, for these conclusions and to hold that “an otherwise lawful 
monopolist’s end-run around price constraints, even when deceptive or fraudulent, does 
not alone present a harm to competition in the monopolized market.”122  The court did not 
explain what additional conduct by the monopolist, or proven effects of that conduct, 
would be necessary to constitute a harm to competition. 
  

                                                
120 Rambus, Inc., v. FTC, 2008 U.S. App. LEXIS 8662, at *6 (D.C. Cir. Apr. 23, 2008). 
121 At *27, citing 2 Hovenkamp et al., IP & Antitrust § 35.5 at 35-47 (Supp. 2008). 
122 At *27-28. 
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Design Patents 
 
Egyptian Goddess, Inc. v. Swisa, Inc., 2007 U.S. App. LEXIS 27456 (Fed. Cir. Nov. 26, 
2007). 
 
 The Federal Circuit vacated its holding in Egyptian Goddess v. Swisa, 498 F.3d 
1354 (Fed. Cir. 2007) and asked the parties to file briefs for en banc consideration of the 
following questions: 

(1) Should “point of novelty” be a test for infringement of design patent? 
(2) If so, (a) should the court adopt the non-trivial advance test adopted by the 

panel majority in this case; (b) should the point of novelty test be part of the 
patentee’s burden on infringement or should it be an available defense; (c) 
should a design patentee, in defining a point of novelty, be permitted to divide 
closely related or ornamentally integrated features of the patented design to 
match features contained in an accused design; (d) should it be permissible to 
find more than one “point of novelty” in a patented design; and (e) should the 
overall appearance of a design be permitted to be a point of novelty? 

(3) Should claim construction apply to design patents, and, if so, what role should 
that construction play in the infringement analysis? 

 Prior to this grant of en banc hearing, the Federal Circuit had affirmed a district 
court’s grant of summary judgment in favor of an accused infringer of a design patent.  In 
so doing, the Federal Circuit outlined two distinct requirements for establishing design 
patent infringement.  The first requires a showing that, in the eye of an ordinary observer, 
the two designs are substantially the same.  The second – and in this case much more 
contentious – test, called the “point of novelty” test, requires that “no matter how similar 
two items look, the accused device must appropriate the novelty in the patented device 
which distinguishes it from the prior art.”123  For a combination of individually known 
design elements to constitute a point of novelty, “the combination must be a non-trivial 
advance over the prior art.”124  In this intertwining of the infringement and validity tests, 
“the initial burden is on the patentee to present, in some form, its contentions as to points 
of novelty.”125  The point of novelty is determined by comparing the claimed design to 
the prior art, not to the accused design. 
 The majority held that its point of novelty test was in line with KSR Int’l Co. v. 
Teleflex Inc., 127 S. Ct. 1727 (2007), because “[r]ejecting application of the motivation to 
combine test is not tantamount to rejecting application of an obviousness type 
analysis.”126  The dissent by Judge Dyk, however, argued that the majority’s test was 
“devoid of support in the case law.”127  Judge Dyk also criticized the test because it 
eviscerated the statutory presumption of validity by requiring the patentee to 
affirmatively prove nonobviousness.  Further, this “non-trivial advance” test was a 
difficult and restrictive inquiry which a court is ill-suited to make, was both too narrow 
and too broad, and was, in fact, contrary to several of the Federal Circuit’s precedents. 

                                                
123 Egyptian Goddess v. Swisa, 498 F.3d 1354, 1356-57 (Fed. Cir. 2007). 
124 Id. at 1357. 
125 Id. 
126 Id. at 1357, n.2. 
127 Id. at 1359-60 (Dyk, J., dissenting).  


